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EXAMINER'S ANSWER 



This is in response to the appeal brief filed August 6, 2007 appealing from the Office 

action mailed November 3, 2006. 
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(1) Real Party in interest 

A statement identifying by name the real party in interest is contained in tfie brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 
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(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

6,683,244 FUJIMORI ET AL. 1-2004 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1, 2 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fujimori et al. (US Patent No. 6,683,244 B2). 

Fujimori teaches a photovoltaic element comprising an ITO 3 (col. 7, lines 20-29) 
substrate 2 (col. 6, lines 59-63) coated with a metallic oxide layer 8 (= a barrier layer) or 



a derivative layer thereof as a transparent electrode (col. 12, lines 27-33), the metallic 
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oxide layer or derivative layer being from 10 nm to 100 nm thick (= about 0.01 to 10 \im) 
[col. 12, lines 22-26; and Fig. 2]. 

The metallic oxide includes at least one element among Ti, Cu, Zn, As, Sr, Nb, 
lb, Sn and W (= various kinds of metallic oxides, such as SrTiOa, ZnO, SIO2. AI2O3 and 
Sn02)[col. 12, lines 27-33]. 

The photovoltaic element further comprises a metallic oxide semiconductor 4 
(col. 7, line 66 to col. 8, line 9) carrying a dye D (col. 9, line 13 to col. 10, line 10) as an 
electrode of a dye-sensitized type solar cell (col. 8, lines 33-58; and Fig. 2). 



Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 3 and 4 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
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alternative, under 35 U.S.C. 103(a) as obvious over Fujimori et al. (US Patent No. 
6,683,244 B2) as applied to claims 1 , 2 and 5 above. 

Fujimori is as applied above and incorporated herein. 

The photovoltaic element of Fujimori differs from the instant invention because 
Fujimori does not disclose the following: 

a. Wherein when the metallic oxide is held for one hour in atmospheric air at 
500°C, the rise of a resistance value is 10 Q/cm^ or lower, as recited in claim 3. 

Fujimori teaches various kinds of metallic oxides, such as SrTiOa, ZnO, Si02. 
AI2O3 and SnOa (col. 12, lines 27-33). 

The invention as a whole would have been obvious to one having ordinary skill in 
the art at the time the invention was made because Fujimori teaches the same metallic 
oxides as presently claimed. These metallic oxides can reasonably be expected to 
inherently have the same properties (MPEP § 21 12.01(11)). 

b. Wherein a light transmittance of the ITO substrate coated with the metallic 
oxide in the wavelength range from 400 nm to 900 nm is 60% or higher, as recited in 
claim 4. 

Fujimori teaches an ITO 3 substrate 2 coated with the metallic oxide 8 (col. 6, 
lines 43-46; and Fig. 2). 

Fujimori teaches various kinds of metallic oxides, such as SrTiOa, ZnO, SiOa. 
AI2O3 and Sn02 (col. 12, lines 27-33). 
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The invention as a whole would have been obvious to one having ordinary skill in 
the art at the time the invention was made because Fujimori teaches the same 
photovoltaic element. The same photovoltaic element can reasonably be expected to 
inherently have the same properties (MPEP § 2112.01(11)). 

(10) Response to Argument 

A. The reiections of everv pending claim should be reversed because the rejections 
are contrarv to Federal Circuit case law and the MPEP. 

Applicants state that the broad thickness range described by Fujimori is 
not sufficient to support an anticipation rejection because Fujimori does not describe 
Applicants' claimed range with sufficient specificity. 

In response, claim 1, lines 2-3, recite "the metallic oxide layer or derivative layer 
being from 10 nm to 100 nm thick. 

Fujimori teaches that it is preferable that the average thickness (film thickness) of 
the barrier layer 8 is about 0.01 to 10 ^im (= about 10 nm to 10.000 nm) [col. 12. 
lines22-26]. 

The common thickness values between the claims and Fujimori are 10 nm to 
100 nm. 

The Examiner deems that Fujimori anticipates the thickness range of 10 nm to 
100 nm because the range is taught in the prior art, and a photoelectric conversion 
element comprising a 10 nm to 100 nm thick barrier layer would anticipate the 
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photovoltaic element presently claimed by the Applicants. 

B. Discussion of Fujimori at al. 

Applicants state that in each of Fujimori's embodiments (described In Col. 24-30), 
the actual thickness of barrier layer 8 has a value between 0.9 \im and 10.2 |xm (i.e., 
900 nm to 10,200 nm). In Fujimori's embodiment having the smallest thickness (Table . 
1, Example 1), the thickness of barrier layer 8 is 900 nm (0.9 ^im). 

In response, the disclosed examples and prefen-ed embodiments do not 
constitute a teaching away from a broader disclosure or nonpreferred embodiments 
(MPEP§2123(II)). 

C. Fujimori et al. does not teach or suqoest the claimed range. 

Applicants state that similarly to Atofina, in the present case Fujimori's broadly 
stated thickness range for barrier layer 8 is larger than the range recited in claim 1 . 
However, the relative breadth of Fujimori's range is much more pronounced than in 
Atofina because Fujimori's range is one hundred times larger than the size of the range 
recited in claim 1 of the present application. Therefore, based on Atofina, the broad 
range described in Fujimori et al. is not sufficiently specific to anticipate the narrow 
range recited in claim 1 . 

In response, the present claims are directed to a photovoltaic element. The 
claims are product claims. 
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Fujimori teaches a photoelectric conversion element (col. 6, lines 39-46; and Fig. 

2): 




0 

The average thickness (film thickness) of the barrier layer 8 is about 0.01 to 10 
(xm (= about 10 nm to 10,000 nm) [col. 12, lines 22-26]. 

The common thickness values between the claims and Fujimori are 10 nm to 
100 nm. 

A photoelectric conversion elenrient comprising a 10 nm to 100 nm thick barrier 
layer would anticipate the photovoltaic element presently claimed by the Applicants. 

When the claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially processes, a 
prima facie case of either anticipation or obviousness has been established (MPEP § 
2112.01(1)). 
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D. The claims distinguish over Fujimori et al. 

Applicants state that Fujimori does not teach or suggest this limitation because 
Fujimori's description of a broad possible thickness range from 10 nm and 10,000 nm is 
not of sufficient specificity to anticipate the narrower claimed range. 

In response, the Examiner deems that Fujimori anticipates the thickness range of 
10 nm to 100 nm because the range is taught in the prior art, and a photoelectric 
conversion element comprising a 10 nm to 100 nm thick barrier layer would anticipate 
the photovoltaic element presently claimed by the Applicants. 

Applicants state that none of Fujimori's embodiments has a barrier layer 8 
thickness that falls within the range of 10 to 100 nm recited in claim 1 . 

In response, the disclosed examples and preferred embodiments do not 
constitute a teaching away from a broader disclosure or nonpreferred embodiments 
(MPEP§2123(II)). 

Applicants state that Fujimori et al. teaches away from a reduction in the 
thickness of barrier layer 8. One of ordinary skill in the art would not have been driven to 
modify barrier layer 8 to reduce its thickness because doing so would be contrary to 
Fujimori's stated purpose of preventing short circuits. 

In response, the prior art motivation or advantage may be different than that of 
the Applicants. 
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A prior art reference must be considered in its entirety, i.e., as a whole , including 
portions ttiat would lead away from the claimed invention. Further, a reference may be 
relied upon for all that it would have reasonably suggested to one having ordinary skill In 
the art, including nonpreferred embodiments (MPEP § 2123 and § 2141.02). 

The present claims are directed to a photovoltaic element. The claims are 
product claims. When features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function (MPEP § 21 14). 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 




Edna Wong 



Conferees: 
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